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Double Patenting 

1 . Claims 1 -4, 8- 1 0 and 1 7-2 1 are ramain provisionally rejected under the judicially created 
doctrine of obviousness type double patenting as being unpatentable over claims 1-4 and 10-13 
or copending application No. 10/673,712, and claims 1-4, 7 and 9 of copending application No. 
10/673,713). (See paragraphs 3-4 of the previous office action). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in 
the United States before the invention thereof by the applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application being 
examined was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 
U.S.C. 122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

3. Claims 1 and 17-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Tan et al 
(6,812,688). 
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As per claims 1 and 17-20, Tan et al disclose an apparatus or a method, comprising: 
an acquisition unit (120) of a test instrument for acquiring a data signal for a 

predetermined time; 

a memory of the test instrument for storing the data signal (acquisition memory, 

lines 64-65); 

a clock recovery unit for recovering a clock signal from the stored data signal (col. 3, 
lines 26-30); 

a processor (130) for slicing the stored data signal into a plurality of data segments of a 
predetermined length in accordance with the recovered clock signal ; and 

a display (130) for overlaying the plurality of data segments in a time synchronized 
manner. (See Fig. 1, col. 2, lines 56-67 to col 3, lines 1-2, col. 3, lines 12-25 and col. 1, 
lines 29-42). 

4. Claims 5-7, 1 1-13 and 14-16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

5. Applicant arguement filed on 10/ 10/06 have been fully considered but they are not 
persuasive because: 

Applicant argues that the claims of the copdending applications may change and it is 
premature to reject claims of the instant application on the ground of double patenting until 
prosecution of those applications has been completed. 
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Examiner disagrees with applicant because the type of double patenting is the provisional 
rejection, obviousness type double patenting (MPEP, form paragraph 8.35) (not an anticipation 
rejection by a patent claims contain every element of the claims of the instant application). 
Therefore, it is not premature to reject claims of the instant application on the ground of double 
patenting before prosecution of those applications has been completed. 

Applicant argues that, for example, claim 1 of the '713 application recites the storage and 
use of a software phase locked loop progrm, which is not recited in claim 1 of the instant 
application and claim 1 of '712 application recites synchronizing data segments to align them to 
a frame or predetermined pattern to determine a bit error rate and comparing each of the data 
segments to the predetermined pattern on a bit by bit basis, which is not found in claim 1 of the 
instant application. 

Examiner disagrees with applicant because: even though, claim 1 of the '713 application 
recites the storage and use of a software phase locked loop progrm, which is not recited in claim 
1 of the instant application and claim 1 of '712 application recites synchronizing data segments 
to align them to a frame or predetermined pattern to determine a bit error rate and comparing 
each of the data segments to the predetermined pattern on a bit by bit basis, which is not found in 
claim 1 of the instant application, but, for example, all of the limitations of claim 1 of the instant 
application are found in claim 1 of the copending application '712 and in claims 1-4, 7 and 9 of 
the copending application' 713. The claims of the instant application are just broader in scope 
than the claims of the copending applications 10/673,712 and 10/673,713. 
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6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Phung My Chung whose telephone number is 571-272-3818. The examiner 
can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 571- 272-3819. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



